
^, United States Bvtent and TkAPEMARK Office 



UNITED STATES OEl'AKTMENT OF COMMERCE 
United Stutea Patent nnd Trademark Office 

Address: COMMISSIONER OK PATENTS AND TRADEMARKS 
Washingrxsn. D C. 20231 
w w w . uij p (*j . ffov 



1 APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/890,384 




02/15/2002 


David Alan Roberts 


PH99012GL 


9522 


23416 7590 


03/20/2003 









CONNOLLY BOVE LODGE & HUTZ, LLP 
1220 N MARKET STREET 
P O BOX 2207 
WILMINGTON, DE 19899 



EXAMINER 



PRYOR, ALTON NATHANIEL 



ART UNIT 



PAPER NUMBER 



1616 

DATE MAILED: 03/20/2003 



Please find below arid/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/890,384 



Applic&fit(s) 

Roberts et al 



Examiner 

Alton Pryor 



Art Unit 

1616 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the malting date of this connmunication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to connmunication(s) filed on Dec 2002 



2a) □ This action is FINAL. 2b) K This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice un6er Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 7-22 is/are pending in the application. 

4a) Of the above, clalm{s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) K Claim(s) 1-6 and 10-22 is/are rejected. 

7) ^ Claim(s) 7^5 is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are a) □ accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: 3)0 approved bjD disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) K Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)K All b)D Some* c)^ None of: 

1. K Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 

3. □ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)n The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment(s) 

11 ^ Notice of References Cited (PTO-892) 4) O Interview Summary (PTO-413) Paper No(8). 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-1 52) 

3) O Information Disclosure Statement(s) (PTO-1 449) Paper No(s). 6) Q Other: 
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Claim Rejection under 35 USC 112, 2nd paragraph 
1 .The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

2. Claims 12,13 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 12 and 13 are rejected because claims are directed to Examples. A claim must be 
complete and stand without reference to an Example. 

Claim Rejections under 35 U.S.C. 102(b) 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-3,10,14,16,18-22 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Rouchaud et al (Bulletin of Envirormiental Contamination and Toxicology, 1998, vol. 60 no. 4, 
pp. 577-84) or Viviani et al ( Pesticide Biochemistry and Physiology, 1998, vol. 62 no. 2 pp. 125- 
134). Rouchaud or Viviani teaches a method of applying isoxaflutole (herbicide) to soil. It is well 
known in the art that herbicides control weeds. See abstract. 





Application/Control Number: 09890384 



Page 3 



Art Unit: 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 



6. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over Saunders et al 
(Book of Abstracts, 215th ACS National Meeting, March 29- April 2 (1998), AGRO-071). 
Saunders teaches a method of applying isoxaben to soil surface. It is well known in the art that 
herbicides control weeds. See abstract. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 4-6,1 1,15,17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rouchaud or Viviani as applied to claims 1-3,10,14,16,18-22 above. See 102(b) rejection above. 
Rouchaud or Viviani teaches all that is recited in claims 4-6,1 1,15,17 except for the depth of the 
soil, amount of ingredient, and rate of release of ingredient. It would have been obvious to one 
having ordinary skill in the art to determine the optimum depth of soil for application of 



Claim Rejection under 35 U.S.C. 103(a) 




• 
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ingredient. One would have been motivated to do this in order to get the maximum control of 
weed growth in soil. With respect to delayed release or rate of release, the term is relative. 
Optimum amounts of ingredients would have been determined through routine experimentation. 



Claims 7-9 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. The prior art does not teach or suggest the instant invention comprising the 
encapsulation of an isoxazole compound. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Alton Pryor whose telephone number is (703) 308-4691 . The examiner can 
normally be reached on Monday through Friday from 8:00 a.m. to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, 
Jose Dees, can be reached on (703) 308-4628. The fax phone number for this Group is (703) 
308-4556. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-1235. 
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